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Supreme Court Says Designs on Cheerleader 
Uniforms Copyrightable

This is the first time the Supreme Court has addressed whether apparel designs are copyrightable.  Varsity 
Brands, Inc. owns copyrights for various cheerleading uniform designs that include stripes, chevrons, zigzags 
and colorblocks.  It sued a competitor for copying these designs.  The district court held that the designs were 
not entitled to copyright protection because the graphic elements are not physically or conceptually separable 
from the utilitarian function of a cheerleading uniform.  The Sixth Circuit reversed, finding that the graphic 
features of the designs could be identified separately from the utilitarian aspects of the uniform.  The issue is 
important to the fashion and sports industry, as well as retailers, because the design of an article of clothing, 
such as a dress, is deemed inseparable from its utilitarian aspects and not entitled to copyright protection.  
Conversely, designs printed on a fabric or textile, such as rose petals that appear repeatedly throughout a 
dress, are copyrightable.

The Court took the case to resolve widespread disagreement among the circuits over the proper test to 
determine the copyrightability of designs incorporated in “useful articles”.  It established the single separability 
test, explaining that the design of a useful article is eligible for copyright protection if it (1) can be identified 
separately from, and (2) is capable of existing independently of, the utilitarian aspects of the article.  The 
decorations on the cheerleading uniforms can be identified and the arrangement of colors, shapes, stripes 
and chevrons if separated from the uniform and applied in another medium, such as a painter’s canvas, 
would qualify as two-dimensional works of art.  The Dissent argued that a picture of the relevant design 
features is perceived as the useful article, a cheerleading uniform.  The Majority explained that this is not a 
bar to copyright.  The only features eligible for copyright protection are the two-dimensional art applied to the 
surface of the uniforms.  No one has a right to prevent others 
from manufacturing a cheerleading uniform that is identical in 
shape, cut or dimensions.  While the Court decided that these 
designs are eligible for copyright protection, the case will go 
back to the district court to decide whether these particular 
designs are entitled to protection.

In arguing for a narrower interpretation, the Dissent emphasized 
that apparel designers have other ways to protect their work, 
such as design patents.  Similarly, the creator of an original 
textile design can obtain a copyright for the pattern.  Its 
concern is that the Majority’s decision risks increasing prices 
in the clothing industry and hinders competition. 

Star Athletica, LLC v. Varsity Brands, Inc., 2017 WL 1066261 
(March 22, 2017).

Copyright Registrations
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Beer Campaign Sued for Use of Facebook Photo

A young woman, Kayla Kraft, was goofing 
around with friends at a bar when her 
friend snapped her picture with a fake 
mustache and drinking a bottle of 
Natural Light beer.  Kraft later posted it 
on her Facebook page.  Anheuser-Busch 
subsequently launched an ad campaign 
called Every Natty Has A Story using 
images of ordinary people to promote 
sales of its Natural Light beer.  As part 
of the campaign, it ran a Natty Rewards 
contest which encouraged contestants 
to submit photos of themselves “acting 
natural.”  

The contest rules stated that Anheuser-Busch had a license to use any photos 
submitted.

Kraft’s Complaint contends that Anheuser-Busch acquired her mustache photo through 
social media and used it without her permission on coasters and posters distributed 
in bars and restaurants.  She sued for copyright infringement, misappropriation and 
violation of the rights of publicity and privacy.

Kraft v. Anheuser-Busch, LLC (E.D.N.C. Complaint filed February, 2017).

Color Green Functional for Lawn Sprinklers
The PTO refused registration of the color green for the top portion of a lawn 
sprinkler head because it is functional.  A trademark serves as a source 
identifier.  If a feature affects a product’s purpose or performance, it is 
functional and is not entitled to trademark protection.  The color green 
for sprinkler heads is used to blend in with the lawn.  It would be unfair to 
competitors to give the applicant a monopoly on the color green since it 
serves this function and to use a different color would increase the cost 
and lessen the quality of the product.  

In re Orbit Irrigation Products, Inc., Serial Nos. 85945749, et al. (January, 
2017).
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Kit Bag Not Protectable Trade Dress
Plaintiff Pinch Provisions sells “miniemergency” kits for girls and women 
made to look like men’s Dopp Kits.  The bags contain small toiletries like 
hairspray, deodorant and stain remover.  Defendant Urban Aid also sells 
personal care kits and created one for a customer based on plaintiff’s bag.  
Plaintiff sued, claiming that Urban Aid’s bag infringed the shape and design 
of its trade dress.  The district court granted judgment in favor of Urban 
Aid, finding that the bag’s design and shape are functional.  Trade dress 
protection is afforded to a design or packaging that is so distinctive that 
it identifies the source/manufacturer.  However, if a feature is functional, 
meaning that it is either essential to the use of the product or it affects the 
cost or quality of the product, it cannot qualify as protectable trade dress.

As the Seventh Circuit explained, since protection for trade dress has no 
time limit, giving one competitor an exclusive right to a useful product feature would result in a perpetual 

competitive advantage.  Plaintiff identified its trade dress as the bag’s 
shape, softness, zipper location, folded and tucked corners and seam 
halfway up the sides.  Plaintiff’s founder testified that the bags’ shapes 
influence their cost, how easy their contents are to access and whether 
they fit into handbags.  The Court affirmed that the bags are functional, 
framing the question as whether the design feature affects product quality 
or cost or is simply ornamental.  The undisputed evidence showed that 
the design features affect product quality and thus cannot constitute 
protectable trade dress.  

Arlington Specialties, Inc. v. Urban Aid, Inc., 847 F.3d 415 (7th Cir. 2017).

Tequila Mark Certifies Made in Mexico
An industry group approved by the Mexican government to certify the authenticity of tequila 
(CRT) filed a U.S.trademark application to register Tequila as a certification mark for “spirits 
distilled from the blue tequilana weber variety of agave plant.”  Luxco, a St. Louis based 
distiller, moved to oppose the registration.  Luxco imports tequila from a Mexican distiller, 
adds water and other spirits or flavorings, and sells it under the brands El Mayor, Exotico and 
Juarez.

Luxco argued that tequila is a generic term for a type of distilled spirit and CRT cannot control 
use of the term in the United States.  The Trademark Trial & Appeal Board rejected both 
arguments.  The evidence showed that most consumers believe that tequila is made in 

Mexico.  In addition, federal regulations classify tequila as 
a distinctive product of Mexico and prohibit labeling bottles 
as tequila if it is not made in Mexico, in compliance with 
Mexican laws.  Finally, the Board concluded that CRT is 
the authorized agent of the Mexican government for the 
purpose of verifying compliance with Mexican standards 
for tequila and has the right to control use of the term as a 
certification mark in Mexico and the United States.  

Luxco, Inc. v. Consejo Regulardor del Tequila A.C., Opp. No. 
91190827 (January, 2017).
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McCartney Moves to Reclaim Beatles Songs From Sony
Paul McCartney and John Lennon 
jointly composed the bulk of The Beatles 
songs from 1962 – 1971, including "Love Me 
Do," "Can’t Buy Me Love," "Hey Jude" and "Let 
it Be."  The copyrights in these songs 
ultimately ended up in Sony’s library, 
including rights to popular Beatles songs that 
Michael Jackson had purchased.

The Copyright Act of 1976 allows 
artists to reclaim/get back copyrights 
licensed or assigned to others.  This is 
because the Act extended the copyright term 
for works created before January, 1978 by 
19 years, for a total of 75 years from the 
date the copyright was 

created.  Recognizing that this extension could be unfair to authors 
who had licensed rights for the expected copyright term, Congress 
included a provision allowing authors to recapture songs created 
before 1978, beginning 56 years after the grant.  

McCartney recently filed a termination notice for 32 songs with the 
Copyright Office, as well as issuing notice to Sony.  He also filed a 
complaint for declaratory judgment based on Sony’s refusal to 
recognize the termination notices issued by the band Duran Duran.

McCartney v. Sony/ATV Music Publishing LLC (S.D.N.Y. Complaint filed 
January, 2017).

Is the Smell of Play-Doh a 
Trademark?
Hasbro has applied to register the scent of its iconic 
Play-Doh as a trademark. 
It describes the unique scent as “the 
combination of a sweet, slightly musky, vanilla-
like fragrance, with slight overtones of cherry, 
and the natural smell of a salted, wheat-based 
dough.”  While registrations for scents are rarely 
granted, we can all agree the scent is distinctive 
and evokes memories of childhood.
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Laches Gone as Defense in Patent Infringement Cases
In 2014, the Supreme Court held that the defense of 
laches cannot preclude a claim for damages incurred 
within the Copyright Act’s rolling three-year limitations 
period.  (Petrella v. MGM, Inc.).  The Court just ruled that 
Petrella’s reasoning also applies to the Patent Act.

This suit arose as a result of a dispute between sellers 
of adult incontinence products.  In 2003, SCA notified 
First Quality that its products infringed its patent and a 
year later asked the PTO to re-examine the validity of that 
patent.  After confirming its validity, SCA sued First Quality 
for patent infringement in 2010.  The district court granted 
summary judgment in favor of First Quality based on laches 
and equitable estoppel because SCA had unreasonably 
delayed in filing suit.  The Federal Circuit affirmed but after 

the Supreme Court decided Petrella it re-heard the case. Nevertheless, it again affirmed that laches can defeat a 
claim for damages incurred within the six year period set out in the Patent Act.  The Federal Circuit’s decision was 
based on its interpretation of § 286 of the Patent Act, which reads, “Except as otherwise provided by law, no recovery 
shall be had for any infringement committed more than six years prior to the filing of the complaint or counterclaim for 
infringement in the action.”

In a 7-1 decision, the Supreme Court reversed, holding that since § 286 functions as a “statute of limitations” on 
the time period for which patent damages are recoverable, the judiciary does not have the power to override the 
legislature.  “Laches is a gap-filling doctrine and where there is a statute of limitations, there is no gap to fill”.  Applying 
the logic it used in Petrella, the Court held that § 286 represents a judgment by Congress that a patentee may recover 
damages for any infringement committed within six years of the filing of the claim.  First Quality argued that a true 
statute of limitations runs forward from the date a cause of action accrues but § 286 runs backward from the time of 
suit.  In rejecting this argument, the Court explained that Petrella described the Copyright Act’s statute of limitations 
in almost identical terms: it “allows plaintiffs … to gain retrospective relief running only three years back from the 
date the complaint was filed” and described it as a “three year look-back limitations period”. In his Dissent, Justice 
Breyer voiced his concern that this decision gives a patentee considerable incentive to delay filing suit to maximize a 
monetary award.

While laches can no longer be asserted to bar a claim for damages in patent infringement cases, it appears that it 
could still be raised as a defense to equitable relief, such as an injunction.

SCA Hygiene Products AB v. First Quality Baby Products LLC, 2017 WL 1050978 (March 21, 2017).

Does Discovery or Injury Rule Apply to 
Copyright Claim?

In Petrella, the Supreme Court held that a copyright claim arises or accrues 
when an infringing act occurs.  However, it did not directly address whether 
the discovery rule or injury rule determines when a claim accrues.  An Indiana 
Court recently certified for appeal whether the “discovery rule” remains intact 
within the Seventh Circuit after Petrella.

Design Basics, LLC v. Lancia Homes, Inc. 2017 WL 942722  (N.D. Ind. March, 
2017).
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Blue Tuna Challenges Charlie 
the Tuna
StarKist has used its iconic Charlie the Tuna trademark in connection 
with its canned tuna products since 1961.  The Charlie the Tuna 
mascot was actually a creation of the legendary advertising 
executive Leo Burnett. The defendant, a Mexican company, is 
selling canned tuna throughout the United States using a blue tuna 
mascot which StarKist claims is confusingly similar to Charlie the 
Tuna. 
It filed suit for trademark infringement and false 
designation of origin, contending that defendant’s 
blue tuna mascot falsely indicates to the purchasing 
public that its products originate with StarKist and 
enables it to trade on and receive the benefit and 
goodwill of StarKist’s Charlie the Tuna trademark.  As a 
result of this alleged misappropriation, StarKist 
contends it is irreparably harmed and will continue 
to lose sales each time its customers are led to 
believe that defendant’s products are provided or 
endorsed by StarKist.

StarKist Co. v. Productos Dolores S.A. de C.V. (W.D. Pa. 
Complaint filed January, 2017).

$500 Million Verdict Against Oculus for Theft of 
Virtual Reality Headset

Zenimax sued Oculus, creator of the Oculus 
Rift virtual reality system, along with Carmack, 
its chief technology officer and former Zenimax 
programmer, and Oculus’s founder, alleging 
misappropriation of its virtual reality trade secrets, 
infringement of copyrights and trademarks and 
violation of a non-disclosure agreement and 
sought $4 billion in damages.  Facebook acquired 
Oculus in 2014 for approximately $3 billion.  
Shortly after the purchase, Carmack and other 
Zenimax employees joined Oculus.

A Dallas jury rejected the trade secret claim but awarded Zenimax 
$50 million for infringement of its computer code copyrights and 
$200 million for breach of the non-disclosure agreement.  The 
remaining $250 million was awarded on the false designation of 
origin and related claims.  Oculus is expected to appeal.  

Zenimax Media Inc. v. Oculus VR LLC (Texas, February, 2017).
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100 Percent Wine Confusing with Its Foreign Equivalent
Big Heart Wine LLC filed a trademark application for 100 Percent Wine 
for use with dessert wines.  The PTO refused registration on the ground 
that it is likely to be confused with the mark Cento Per Cento, which 
translates to “100 percent” in Italian.  In comparing the marks, the 
Trademark Trial and Appeal Board gave little weight to use of the word 
“Wine” in the applicant’s mark since it is a generic term.  

The parties’ goods are identical and there was no trade channel 
restriction.  While the applicant argued that American consumers 
would not understand the translation, the Board held  there is no need 
to determine whether Italian is familiar to an appreciable segment of 
U.S. consumers and Italian is a common, modern language.  As a 
result, the doctrine of foreign equivalents applied.

In re Big Heart Wine LLC, Serial No. 86,376,188 (January, 2017).
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