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Fortnite, the addictive survival video game, allows players to download and play it for free.  Epic Games, 
the creator of Fortnite, generates revenue from in-game transactions where players can purchase virtual 
currency called V-Bucks.  Players can use V-Bucks to customize their avatars, including glider skins, clothing 
and “emotes” (dances or movements).  The emotes are so popular because they are very recognizable. 
Fortnite does not credit the creators and gives the dance moves generic names.  Suits were filed against 
Epic by the 16-year-old Backpack Kid for “The Floss”, Alphonso Ribeiro for “The Carlton”, rapper 2 Milly for 
“Milly Rock,” rapper Blocboy JB for his “Shoot” dance and Orange Shirt Kid for “The Random,” among others.  
Most of the suits allege copyright infringement and violation of the performers’ rights of publicity.  Ribeiro 
and The Backpack Kid also sued Take Two for use of their dance moves in NBA 2 K16 without permission.

Fortnite Faced with Flurry of Suits for Stealing Dance Moves

Milly Rock Swipe It

The suits hit a snag when the Supreme Court 
recently ruled that a copyright owner cannot sue for 
infringement until it obtains a registration (Fourth 
Estate Pub. Benefit Corp. v. Wal-Street.com, LLC).  
Plaintiffs dismissed their suits to give them time to 
register their dances so they can refile.  However, 
the Copyright Office recently denied registration for 
The Carlton and the Milly Rock dances on the ground 
that they do not constitute choreography, which is 
defined as an arrangement of related series of dance 
movements and patterns.  It notes that The Carlton 
consists of a single dance step and that individual 
movements/dance steps by themselves are not 
copyrightable, such as the basic Waltz step, the Hustle, 
the grapevine or second position in ballet.  Ribeiro 
and 2 Milly have the right to request reconsideration.
  
See Ribeiro v. Epic Games, Inc. (C.D. Cal., Complaint 
filed December, 2018) for an example.

FreshThe Carlton
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States/Municipalities Could Protect Flags and Seals Under
Proposed Legislation

Bi-partisan legislation was just introduced that would amend the Lanham Act to allow countries, states 
and municipalities to obtain federal trademark registration for their flags, insignias, symbols and seals.  
The law currently prohibits this in an effort to maintain the separation of government authority and 
commercial symbols.  The Fair Licensing Act for Government (FLAG Act), would enable government 
entities to boost local tourist revenues through licensing programs and protect counterfeit goods.  

H.R. 1999.

Does Ed Sheeran’s “Thinking Out Loud” Infringe
Marvin Gaye 1973 Classic?

Sheeran has been sued by the estate of Ed Townsend, who co-wrote the classic “Let’s Get It On” with Marvin Gaye.  
When Sheeran released “Thinking Out Loud” in 2014, it was a No. 1 hit and went platinum.  Townsend’s estate 
sued Sheeran and the record labels for copyright infringement.  In January, the court denied defendants’ summary 
judgment motion, finding that whether certain elements of the work have enough originality and creativity to 
warrant copyright protection is a question for the jury.  The parties’ expert musicologists disagree as to whether the 
I-iii-IV-V Cord Progression and harmonic rhythm present in both songs are unprotectable as commonplace musical 
elements.  Plaintiffs’ expert concluded that this cord progression was not commonplace prior to “Let’s Get It On.”  
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To prevail on a copyright infringement claim, the owner must show substantial 
similarity between defendant’s work and the protectable elements of plaintiff’s 
work.  The standard is that of an ordinary observer.  The court noted it is possible 
that a jury could find probative similarities between the works, including the cord 
progression, harmonic rhythm with anticipated second and fourth cords, melody, 
base-line and percussion.  It also found that an ordinary observer might experience 
the aesthetic appeal of both works as the same.  Defendants claim that “Thinking 
Out Loud” is characterized by somber, melancholic tones about romantic love, 
whereas “Let’s Get It On” is a sexual anthem radiating positive emotions.  A 
New York jury will decide when the case goes to trial on September 11, 2019.

Estate of Townsend v. Edward Sheeran, Atlantic Records, et al., 351 F.Supp.3d 
492 (S.D.N.Y. 2019).

In-N-Out Burger Claims Drive-Thru Sneakers Infringe Trade Dress

For many years, In-N-Out has operated a hugely popular chain of burger 
restaurants on the West Coast. Their branding includes a red and white 
color theme, along with a yellow arrow and red palm tree design for the 
look of its restaurants and menus.  In February, Puma began marketing 
two sneakers that allegedly infringe on In-N-Out’s trademarks:  the 
Cali-O Drive-Thru and the California Drive-Thru.  Both use the red and 
yellow color pattern.  The Cali-O shoelaces are stamped with red palm 
trees and the Drive-Thru has an image of a burger inside the shoes.  
In-N-Out has sold socks, t-shirts, jackets and mugs bearing its famous 
trade dress for years.  Puma marketed the sneakers as “inspired by 
the California food scene”.  The lawsuit alleges willful/intentional 
infringement of In-N-Out Burger’s trademarks and trade dress.

In-N-Out Burgers v. Puma North America, Inc. (C.D. Cal. Complaint 
filed March, 2019).
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Maker of Bud Light Sued for Ads Trumpeting Corn Syrup in
Coors Light and Miller Lite

During the Super Bowl, Anheuser-Busch ran ads mocking Coors Light and Miller Lite for using corn syrup in 
the brewing process.  The ads show the king of Bud Light Castle receiving a barrel of corn syrup and traveling 
across the land to deliver it to the Coors Light Castle, where its king comments, “Looks like the corn syrup has 
come home to be brewed”.  In its lawsuit, MillerCoors claims the ads are false and misleading and deceive beer 
consumers into believing that there is corn syrup and high fructose corn syrup in Miller Lite and Coors Light 
when it is only used in the fermentation process and there is no corn syrup in the final product.  Anheuser-
Busch is standing by the ads, stating that the Bud Light campaign is truthful and intended to point out a key 
difference between the beers.  Miller Lite and Coors Light are brewed with corn syrup and Bud Light is not.

MillerCoors, LLC v. Anheuser-Busch Companies, LLC (W.D. Wis., Complaint filed March 21, 2019).

EU Strips McDonalds of Big Mac Trademark!
Irish fast food chain Supermac’s petitioned to cancel McDonald’s EU trademark for its famous Big Mac, contending 
that McDonald’s could not show genuine use in the EU from 2012-2017.  McDonald’s defended its registration 
with affidavits of employees in the U.K., Germany and France, screenshots of local McDonald’s websites in 18 
countries and McDonald’s Wikipedia entry, which states that McDonald’s sells Big Mac sandwiches in Europe.  
The European Union Intellectual Property Office (EUIPO) held that McDonald’s did not prove genuine use 
and revoked its Big Mac registration.  It found the evidence unpersuasive since the printouts, promotional 
brochures and packaging originated from McDonald’s and the affidavits were from its representatives.  It also 
criticized the evidence as failing to show how many of the products were actually offered for sale or sold.  

While McDonald’s can still use its Big Mac mark, its policing efforts may be hindered by this decision.  
Burger King took full advantage by advertising items as, “The King of Like a Big Mac but Juicier and Tastier”.
  
Supermac’s Holdings Ltd. v. McDonald’s International Property Co., Ltd. (EUIPO Cancellation No. 14788C).

4



Disney Wins Copyright Suit Against Streaming Service that Filters Out 
Profanity, Sex and Violence

Italian Liqueurs Battle Over Square Cap
Disaronno claims to be the world’s favorite and best-selling Italian liqueur.  Part of that success 
is attributed to its distinctive oversized block-shaped square bottle cap.  When screwed onto 
the bottle, the formation of the bottleneck and cap create a T-shape.  While Disaronno has 
used this trade dress for years, it obtained a trade dress registration in 2017.  It recently 
filled suit against a competitor for using a similar cap on its entire line of Di Amore Liqueur 
Products, which include amaretto, sambuca and limoncello.  Disaronno alleges that prior to 
1994, the Di Amore packaging was generic and bore no resemblance to its distinctive trade 
dress.  The lawsuit includes claims for false designation of origin and trade dress infringement 
under the Lanham Act, alleging that Sazerac is trading on the cache associated with the 
Disaronno luxury liqueur brand and well-known cap to confuse consumers into believing 
that Di Amore products are associated with Disaronno.  The complaint does not explain 
why Disaronno waited so long to file suit since it alleges the infringement began in 1995.
  
Illva Saronno S.P.A. v. Sazerac Co, Inc., (D. N.J., Complaint filed March 20, 2019).  
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VidAngel is a video-on-demand streaming service that allows customers to filter out profanity, sex and vio-
lence from movies and T.V. shows to make them “family-friendly”.  Disney and other studios sued VidAn-
gel for infringing their copyrights and violating the anti-circumvention provisions of the Digital Millennium 
Copyright Act (DMCA).  The California federal court just granted summary judgment in favor of the studios.  
With respect to the DMCA claim, VidAngel argued that it used third-party decryption software rather than writing 
its own.  The court rejected this defense, finding that VidAngel was not authorized to use the software and using it 
to decrypt the works is like “breaking into a locked room in order to obtain a copy of a movie.”  It also rejected VidAn-
gel’s argument that its circumvention was justified by the First Amendment to build a community of like-minded 
subscribers.  The DMCA prohibits conduct, not expression.  VidAngel argued that its streaming service was a pri-
vate performance because its customers owned the discs and had the right to have the content streamed to them.  
The court held that VidAngel violated the studios’ public performance rights by streaming from master copies 
stored on servers.  With respect to the copyright infringement claim, VidAngel’s actions were not protected by the 
Family Movie Act and analysis of the fair use defense weighed in favor of the studios.  VidAngel’s use was commer-
cial, not transformative, and the works streamed had the “same intrinsic entertainment value” as the originals.

Disney Enterprises, Inc., et al. v. VidAngel, Inc., 2019 WL 1422724 (C.D. Cal, March, 2019).



Walmart Must Pay $95.5 Million in Royalties and Profits for
Infringing Backyard Grill

Variety Stores sells lawn and garden products, including grills, and has 
trademark rights in THE BACKYARD and BACKYARD BBQ.  Despite knowledge 
that Variety owned a federal trademark registration for THE BACKYARD, 
Walmart adopted BACKYARD GRILL as its private label for its grills and grilling 
supplies, even though its legal team advised against it.  In February, 2019, 
a North Carolina jury determined that Walmart willfully infringed Variety’s 
marks and awarded it $45.5 million as a reasonable royalty and $50 million 
for profits Walmart earned from sales using the BACKYARD GRILL trademark.  
Using a reasonable royalty to calculate damages is common in patent 
infringement cases but less frequent in the trademark context.  It appears the 
jury found that Walmart owed a royalty payment for each grill sold under the 
infringing mark and used a 5% royalty rate consistent with similar royalties 
Walmart paid for other companies’ trademarks.  Walmart plans to appeal.

Variety Stores, Inc. v. Wal-Mart Stores, Inc. (E.D.N.C., February, 2019).

Dyson Can’t Get Attorney Fees from SharkNinja

Dyson sued SharkNinja, alleging that its ads asserting that independent lab tests 
proved its vacuum cleaned better than Dyson constitute false advertising.  A jury 
found SharkNinja liable for willful false advertising and awarded Dyson over $60 
million, representing an accounting of SharkNinja’s profits.  Dyson subsequently 
sought attorneys’ fees on the basis that this constituted an “exceptional case” 
under the Lanham Act.  Whether a case is deemed exceptional is within the 
court’s discretion.  In the past, courts were more likely to find a case exceptional 
if infringing conduct was willful/intentional.  However, the Supreme Court in 
Octane Fitness held that the standard should be more flexible and is simply 
one that “stands out from others with respect to the strength of a party’s 
litigating position or the unreasonable manner in which the case was litigated.”

The court declined to find this an exceptional case, noting that while the jury found SharkNinja’s actions 
were willful, they were not especially egregious.  SharkNinja removed the offending portion from the T.V. and 
online ads.  It also noted that had SharkNinja run its ads without ever testing it’s vacuum’s performance, this 
may weigh in favor of an exceptional case finding.  Finally, while Dyson argued that SharkNinja engaged in 
litigation misconduct, the court ruled that it is the rare case in which non-sanctionable conduct will justify a 
fee award.  “Playing hard – by the rules – cannot suffice to make a case exceptional under the Lanham Act.”
Since Octane Fitness, courts are less likely to find a case exceptional if it involves garden variety 
intentional infringement, if such a thing exists, rather than some additional egregious conduct.
   
Dyson, Inc. v. SharkNinja Operating LLC, 2019 WL 1454509, (N.D. Ill., March 31, 2019).
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